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STUDY OF FUTURE RELATIONS
BET\\TEENTHE 1113AND

ITS MEMBER STATES ON THEONE HAND AND THE EPO
AND ITS ~~MBER STATES ON THE OTHER

INTRODUCTION

At its session of 11 - 22 October 1971, Working Party I
of the Intergovernmental Conference asked-the International
Patent Institute to submit a study of the following-two problems:
1. Given that the preliminary draft of the Convention Setting

Up, a European System for the Grant of Patents assignS an
important role to the 1113,despite the fact that it is not
a party to the Convention, what, pending an agreement
between the TIB and the future European Patent Office, are
the legal means of ensuring that the former in fact carries
out the tasks assigned to it?

2. What insti tuti_onal, administrative and financial relations
will obtain between the 1113 and its f.~emberStates on the
one hand aridth'eEPO and its Member States on the other?

In dealing with these- two questions, due account has been
taken of the terms of the Revised Hague Agreement of
16 February 1961, since that Agreement is to enter into force .,.
in the very near future. (1)-_

(1) According to the terms of Article 19C1) of that Agreement,
it shall "enter into force one month after the'deposit of
all the instruments of ratification of the signatory States
which are parties to the agreement of 6 June 1947".
Ratification of the-Revised Agreement by Turkey, the last
of the States referred to, took place on 19 June 1971,
although the instrument of ratification has not yet been
depositp,d.It should be noted, however, that one State acceded to the
Hague Agreement of 6-June 1947 after the signing but -
prior to the entry into force of the Revised .Agreement,of "
16 February 1961. This study does not broach the special J
problens arising from the fact that the State in question
has not ratified the Revised Agreemen;:;.
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A.
-rant of

. .1. A .final undertaking by the lIB to perform the tasks assigned
t.o it under the European Convention, together with a- -.
definition of the institutional, administrative and financial
rel.ations between the lIB and the future European Patent
Of'f'ic.e,must necessarily. result from an agreement. concluded
between the two organisa~ions. Indeed, since both organi-

- sations have legal personality and are represented by their
.~ .' . .own bodies, they cannot be bound directly by any contractual

connectioilbetween States.

2. The. question has been raised,. howeve'r, as to the legal means
of providing the States which are parties to the Inter- (
governmental Conference and the States which are signatories
of the First Convention with adequate guarantees as to the
lIB's commitment, pending establishment of the European office.

"."
As regards the stage ""c'ons'istingof the drafting of the

First Convention, it should be borne in mindtthat all the present
Member States .of the lIB are represented at the In.tergovernmental
Coni'erence and that their atti tudl.:eat that Conference c'annot be
divorced from the f.act that they are States responsible for lIB
general policy •. A similar argument holds for the stage following

"the signing of the First Convention,. since a very large majority !

.o.fthe lIB Member States may be expected 'to sign •.

Nevertheless, since the Hague Agreement-is. open to
accession by any Member State of the Union of Parts, i~ may be
thought" necessary for the lIB itself to enter into com.ril.:I;tment~,,

:
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as a legal person distinct fro~ its Member States, with respect
to its future role. Indeed, the validity of its commitments in
this matter should not be called into question by the accession
of new StatGs to the lIB.

As far as fD::nialrequirements are concerned, this objec-
tive could be achieved b)'means of a declaration by the appro-
priate body of the IIB(1 to the diplomatic Conference. Having
taken note of.that de~laration, the diplomatic Conference could
decide to make it the subject of a protoc~l annexed to the First
Convention.

As to the content of the declaration, it would appear,
however, that in order to be specific, it would have to include
the draft of an agreement between the lIB and the future European
Patent Office defining the institutional, ,administrative and
financial relations between the two organisations.

The agreement would have to cover the following main
points:
Ca) Specification of the nature and scope of the work to be

carried out by the lIB in accordance with the provisions of
the First Convention and the Implementing Regulations thereto.

(b) Administrative provisions covering the execution of the work
entrusted-to the lIB and the exchange} processing and ~torage
of documents; the details of these p.rovisions Gould be left--for a werking agreement made in implementation of the main
agreement.

(c) Determination of the process of remunera.tion for these ser-
vices, within the framework of the financial arrangements
set out in the Revised Hague Agreement.

Cd) Determination of the arrangements for the representation of
each of the organisations on the Board of Administration of
the.other, in implementation of tne Hague Agreement and the
First Convention respectively .

.(e) Creation and status of each organisation t s liaison agencies
accredited to the other organisation.

(1)\. '
F.ccordingto Article 11(2) and (7) of the Revised Hague
As":,semsnt,a o..::;clarationof this kind can be made by the
IJ~:.I.'e~t:D:C of tl-:-..e Ins-Litute acting on a d.e:isionby the Board

...("::ain5...stration" •
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On the other hand, Article 15(1) of the Agreement provides _
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(f) Vlhere appropri'ate, determination of the terms governing the
bxchange o£ personnel betWeen t~e two organisations (mutual
reco'gnition of seniority, -transfer of pension" rights, etc.)

(g) Final provisions.

Detailed elaboration of' the'-PI'ovisionsrelating to the
above mentioned matters mIl, however, only be possible in
terms of certain 'opti.onson which the States concerned must
decide in advcm.c'e. .An attemp~'has been made, "later in this
study, to provide the factors necessary for a decision on those
options.

B. Insti tutio!lal and: finauci!il relations between the lIB and its
Member States on the one hand and 'the EPO and its Member States
on the other

I. LeFal basis laid down in the Revised Hague Agreement

According to Article 2 of the Hague Agreement:
, ,".Any international intergovernmental organisation responsible

for granting patents of invention which places in the hands of
the International Patents Institute the'formulation of expert
opi.nions on the novelty' of inventions, as 'provided for'in
Article 1, paragraphs~ 1 or 2, may become a member of the Institute

'.. !through an-agreement with the Institute as provided for in
Article 9, paragraph 1,'wi.th the rights and obligations se'tout
in Articles 5, 6, 8, 9, 12, 13, 14 and 17 of the present
Agreemeniltand in Article l'_of the Proto'col."

that:
"ThEl Institute may participate in-the preparation or executiob.
of international agreements on the protecticn' of industrial~
property in so far as these agreements are connected with its
activity."

(

:

BR/GT I/137 e/71 rin/prk'
-.../ .. '.



c

- ./

The first question which arises'is whether Article 2,
quoted above, constitutes for the TIB the compulsory basis for
its relations with the EPO or whether, on the contrary, accession
by the EPO is only one possibility, there being other options
open on the basis of Article 15(1).

The object of Article 2 of the Revised Hague Agreement
is to allow the intergovernmental organisations referred to to
acquire a status analagous to the status of the'Member States
of the lIB. An.express provision to this effect was rendered
necessary by the fact that the possibility of one intergovern-
mental organisation becoming by right a memb.er of another inter-
governmental organisation composed of different Statesconsti-
tutes an exception in the generally accepted rule s relating to
the constitution of international organisations.

Article 2 thus creates a preferential regime in favour
of a certain type of intergovernmental organisation. On the
other hand, Article 2 does not preclude the e5tabli~b.ment of
relations with such organisations on another basis. To inter-
pret the article in this way would in fact be in contradiction
with the idea of preferential treatment which it contai?s ~ It
is with this in mind that Article 15(1), while not precluding

>

the cases referred to in Article 2, provides that the IIB may
participate in the preparation or execution of international ~
agreements on the protection of industrial property in 50 far
as these agreements are connected with its activity - an activity
which consists primarily in the .institution of research into'
the state of tee art.

The lIB mayfuerefore partici~ate in
execution of the First Convention without
member.of the lIB. Relations between the
waule then be defined solely by the terms
concluded between them.

ER/GT 1/137 e/71 rin/prk
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, .This con~truction is Confirmed by the acts of the
Conference on the Revision of the Hague Agreemen"";. The general
report 'submitted to the Conference in fact describes the
arrangements referred to in Article 2 as an ;'option" open to
international organisations.' By the same token, the General
Committee of the Conference, during the final discussions on
Article 2, unanimously approved a note to the effect that,
instead of accession by an international organisation, each of
its Member States could .accede individually toothe lIB" (minutes
of the proceedings of 'the General Committee,' 7 February: 1961) .

II • ,Consequences -of the application of Article 20f the Hague
,AF'~rce!lent'"

(1) General rights and obligations

Should the EPO become a member of the.IIB by means of the
agreement to be concluded between theni,'then, by virtue of
Article 2, the. former's rights and obligations would be those :
set out in Articles 5, 6, 8, 9, 12, 13, 14 and 17 of the Hague
Agreenentand in Article 1 ,of the 'Protocol thereto.

: '

The articles missing from :this list are the following:
(i) Article 1 which deals with the tasks assigned to the lIB;

(ii) Article 3 which deals yvith the nature of,the docUmentary
opinions;

(iii) Article'4 which deals with ~ertain obligations upon the
Me~berStates only;

(ivY Article 7 which lists the powers Of the'Board of
.Administration. The fact that this article is missing
from the list appearing in Article 2 does not however
mean that organisations which are members of the lIB
shall not participate in the decisions referred to in
Article 7. It.follows, in fact, from Article 8(1) that
organisations which are members shall participate in
'every decision which requires a vote. Similarly, Article
6 provides that the Board of Ad:ministration be composed
of representatiyes of States or organisations which are
members, there being one representative from each State
or organisation.

J (
_'..
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(v) Article 10 on the powers of the Director of the lIB"
(vi) Article 11 on the legal capacity of the lIB.
(vii) Article 15, previously mentioned.
(viii) Article 16 on location of the lIB.

(ijt) Articles 18-22 (final provisions)

From this survey of the articles missing from the list
in Article 2, it may be concluded that the intergovernmental
organisations referred to will find themselves on the same
footing as States, as regards their membership of the lIB. On
the other h~o.., such organisations could not be parties to the
Hague Agreement and do not enjoy the prerogatives exerdised by
States in that capacity, particularly with respect to subse-
quent revisions of the Hague Agreement and the Protocol.

(2) Financial arrangements

2.1. Initial contribution
The initial contribution provided for in Article 12 of

the Hague Agreement is payable once only, i.e. subsequent to the
accession of a new State or organisation. In respect of States,
the amount of this contribution is determined "by the number of
units of the class in which they are placed in application of
the provisions. setout in Article 13, paragraphs 8 and 9' of the
Convention of Uniori, the amount of a unit being equal to the. ~

C. exchange value of two kilograms of pure gold ...II (Artie Ie 12(2)).
In contrast, the initial contribution<bf organisations referred
to in Article 2 shall be determined, in accordance m.th
Article 12(3), by the cgreement relating to the accession of such
organisations.

It wculd seem premature to put forward parameters at
this stage for the determination of such an initial contribution

BR/GT 1/137 e/71 rin/prk ... 1 ....
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2.2 Annual contribution

The aI!lountof the annual contributions of..the. States. .

and organisations which are members of the lIB is deter-
mined by Articles 13 and 14 ')1'. the Revised .A;greement.
These Articles lay down the following principles:

2.2.1.1. The total amount of the annual contributions of
- .

Member States and organisations covers the annual expenses
of the lIB, after deducting:
(i) payment received for services rendered by the lIB to

third parties (Articles 13(3) and 1(3));
(ii) all other receipts, in particular revenues derived

from the property of the lIB.

Article 13(6) , moreover, specifies that the amount ..
of the payment to be made for the services rendered by
the lIB to third parties (private individuals,. non-member
States and organisations) may not be less than the sum
of the- running -costs and eXamination expenses made neces-
sary by the provision of such services.

2.2.1.2 The eXpenses to be met by the annual contributions are
d~Yidedintorunning expenses and examination expenses.
Article 13(2) ,s'econd sub-paragraph, specifies the
distribit ion of expenses shall be made in accordance with
a budget drawn up- by the Board of Administration on the
basis of a report. submitted by chartered accountants.

Since the Revised Hague Agreement has not yet
entered into force, the distribution referred to in this.

. '-"
provision has .notyet been decided. Taking the various
ways in which. the expression "running expenses" can be
interpreted, it would seem that they will account for

I

(
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between 1 and 11% of the total amount to be Det~. t. ~

by the annual contributions, the latter figure'bein[
the percentage adopted for the 1971 financial year.

I' •

2.2.1.~ The part of the annual contribution coveri~g the
running expenses is divided among the Member States
a.TJ.dorganisations proportionately to coefficients which
correspond substantially to the number of patent
applications filed.in each Member State. or withe.ach.
mesber organisati<.in(Article 13(3), second sub....
paragraph) .

C' 2.2.1.4 The part of the annual contribution coverirg th~
exs..minaticnexpenses is divided proportionately to the
nUl!lberof opinions requested (Article 13(3), third
sub-paragrapll). The Board of Administration may, h.•wever~
lay dovm adjusted coefficients proportionate to the amount
of work required in drawing up those opinions.' Finally,
.tlrticle14 defines the expert opinioris to be te.ken into
account in determining the number of opinions on which
calculation of the annual contribution is based.

..

(

2.2.1.5 The main consequencp.s of these financial arrangements
are as follows:
(i) The amount of the work carried out by the IIB en

behalf of third parties (non-member States and
organisations, private individuals) has no
,repercussions on the amount of the annual contri-
butions of the Member States and organisations when
such work is paid for at cost price, it being
pointed out that Article 13(6) prohibits the fixing
of a payment lower than the cost price.

(ii) For each of the Member States or organisations
using the IIB's services, the'cost per unit of
research resulting from division~ by the number
of opinions requested, of the amount of the overall

-, 'r.r,~ -r- '." 3'7 j,-.. 1 • / l_c', '''.'. .'--" ! e I r" rl.n, p~_':\. ....I .. e
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a!L"1u::::!.cont-ribution, covering the running and examination
expenses varies according to the ratio between the numbBr
of applications filed with the national patent office or
orga.."Ylisationand the number of opinions requested "from the
IIB by that office or organisation. This cost is lower
than, equal to or greater than the cost price~~colAjn~
to whet~er the abovementioned ratio is lower than, equal
to or greater than the ratio between the total number" of
applicatioll~ filed vIith the national offices of the Uember
States or with the member organisations. and the total

. .number of opinions requested by those offices and
organisations 0 This fL"Yldingdoes not however take
account of the rounding up of the coefficient referred
to in Article 13 (3), second subparagraph of the (
Revised Agreemente

(iii} Any increase in the volume of work carried out by the
IIBfor Member States or orga.."'1isationswill result in an
,increase in the amount to be borne by the non-user
Member States resulting from their contributions to the
nllk"1ingexpenses.

(iv) The impact of the effects referred to above depends,
however, on the coefficient applied for the division of .
the annual expenses into rurillingand examination expenses.
Depending on the coefficient, the effects will be
considerable or insignificant.

;:

.2...1-.60 Lrticle 13 (4), which concerns treasury questions .only, J ('
in-no wise modifies the financial arrangements described
above. In particular, the fact t~at the Board of
A.dmin.istration shall fix a "contractual fee" for expert
~inions has no influence on the amount of the contributions
actually due •

.4:2.- &"lication of the financial arrangements laid down in the
R~ised Hague Treaty within the framework of the First
COJvention aridthe peT

Article 13 of the Revised Agreement uses two
concepts as parameters for calculating the annual

~.
-
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contributions, to viit "the number of patent applicatio:ls
received by the govern-nent of each State or each
organisation" and the "nUJ!lberof opinions mentioned i::
Article 14".

The question arises as to whether and under what
conditions these parameters may be applied within the
framework of the arrangemGnts established under the
First Convention a.11.dthe PCT. If necessary, the procedure
for applying theseparameters,will-.haveto be settled in
the agreement on the accession of the EPO to the TIB.

2.2.2.1. Patent applications received

2.2.2.1.1. Applications for European patents may be considered as
received, within the mean.ing of Article 13 of the Revised

i

Agreement, only by the European Patent Office. ,
The mention of a State in a EuropeaiL application

carillotbe considered to be equivalent to a.11.application
to the government of that State for a national patent, ':
since European applications will not be'subject to any '~
national granting procedure. l\~oreover,the fact that a 'ii T
European application may be filed v;ith the national office; "
of a contracting State, in accordance with Article 64 (1b)
of the First Convention, does not prevent its being
attributed,to the EPO. On this point, Article 1 (1),
subparagraph 2 of the Revised Agreement :::tatesthat: -

IIForthe present agreel:1ent,applications lodged with
the national gover.r~ent ofa Member State solely for
transmission to the government of another State or
~o an international intergovernmental organisation
are not considered as patent applications received
by that government. II

2..2.2.1 .2. The question is wl:ether the abovementioned provision
also applies to the filing of international applic2.tions
with the appropriate receiving office. In contrast t'J
the C2.sereferred to in Article 64 of the First Convention).

PR/GT 1/137 e/71 rin/ad
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the ~ece~v~ng office, as defined in the PCT, does not
rest::-icti:tseli merely to transmitting the application,
but ?ccords a filing date (Art. 1, PCT) and checks'the
form of the application (Art. 14 PCT).-

Since Article 1;(1), second' sub-paragraph:~ is not
applicable to the letter, it Should be established which
interpretation cor~esponds most faithfully to the spirit
of .thp.financial system provided for in the revised'
Hague Agreement. The purpose of this system is to
provide Member States and Organisations with a .financial
incentive to subject all the patent applications in their
hands to a'documentary search to be carried out by the
lIB. As far as international applications are concerned,
the TIB is the only receiving office to specify, in
accordance -with Article 16 (2) of the PCT, which is the
competent international searching authority. Of course,
the legal basis on which international searches are.to
be requested of the lIB is not the Hague Agreement but
the agreement to be concluded under Article 16 (3b) of
thePCT between the lIB and the International Bureau.

,This does not however in any way rule .out international
search reports dealing. with. "inventions forming-the
subject of patent applications .received" by Member States
or organisations which are members of the lIB •

.Finally, it is the rece~v~ng office .thatlevies
search fees (PeT, Rule 16.1b). International applications
file~ with the national industrial property office of an
IrB :r/lemberState or with a member Organisation. must
ther€fore be considered, within the meaning of Article 13
of the Hague Agreement, as applications received by that
of:tic.0or organisation. This interpretation will make it
pO'ssible to apply the salIiesystem of ~emune.ration.to all
Searc}~es requested by Member States o.rOrganisations,
~yhether the search in question relates to a national, a.
Europe-a:uor an inter:n1:tio'n.al..application.
ER/G1' I/i 37 1=>;/'{1 ,:;t+;js
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There seems, on the other hand to be no possi bili ty
of assimilating the designations made in an internationa::"
application to patent applications "received by the
Government of each State or by e8,en Organisation" within
the mC.aningof Article 13 of the revised Hague Conventic::l.

These designations do, of course, give rise to
national grant proceedine:s, yet su~h ~roceedings do not
as a rule involve an.y docuInentary search. Consequently,
the assimilation of designations made in all international
e.pplication to patent applications received by designate~
offices would cl t er the breakdown of the gross annual
contribution for running expenses, me.inly to the detriment
of -those I:IemberStates not using lIB services. This last
effect would be further aggravated by the fact the.t" the
filing of an international application will in most cases
be preceded by the filing of .a national application.

In weighing up these" interpretations, account should
. . ',"-,'

be t8~en of the faet that the financial system und~r the
revised Hague Agreement was laid dovvTIat a time whe!l the
PCTand the First Convention had not yet tal{en shape. A:n
authentic interpretation Cill1 thus be obtained only when
Member States of the lIB have discussed the matter and,
in the cC.se of the EPO, when that organisation has concluded
an agreement with the lIB.

2.2.2.2. Opinions, referred to in Article 14 of the revised Hague ~
Agreement

Under Article 14"0£ the revised Hague Agreement, only
certain categories of work carried out by the lIB on behalf
of ?,1emberStates and Organisations must be taken into
consider2.tion for the purpose of determining the sharing of
the annual contr-ibutions covering examination exp8nses.

BR/GT 1/137 e/71 rin/prk
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Services not falling within one of these categories must
be paid for on the -same terms as services provided on
behalf of third parties (Art. 1(3), Art. 13( 6)) ;; .

Article 14(2) of the revised Agreement states
thc.t :

"with regard to MemberOrganisations, only the expert
- - -

opinions as envisaged in Article 1, paragraphs 1 and
2, demanded by those Organisations, shall be taken
int 0 acoount It •

.2...2 •..2....1-...The report on the state of the art, referred to in
Article 79 of the First -Convention is a report "on the
novelty of inventions forming the subject of patent
applications received ..• by any organisation which is
a I;1emberof the Institute" (Article 1(1 )};~-._The drawing
up of these opinions ought therefore to be paid for out
of the annual contributions.

2.•2.•.2:2_ The question then is whether the saine applies to the
international search reports drawn up on international
applications-transmitted to the lIB by the administration
of a Mem.berState or by a MemberOrga...."lisation.The
p~pwer must be in the affirmative if one be~rs in mind
-- as was _envisaged above - that the receiving office,

. ." ~
according to the lIB definition, must be assimilated to
the national administration or to t;b.e organisation V'lith
which applJ.cati'ons have been lodged, within tne--nieaning
of Articles 1 and 13 of the revised Hague Agreement.

2-2.2.3.....It will be particularly difficult to settle the problem
of the heading under which remunerations are to be
effected in respect of the dra"",ingup of supplementary
reports on the state of the art in the cases referred
to in Articles 137 and 160a of the First Convention •.

, ( --
....
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If it is considered that the designation of
an office appearing in an internatioIlC'~ application must
not be treated in the same way, within the meaning of
Article 1, (1)_ of the~Hague Agreement, as the filing of
a patent application with this office, a (supplementarJ)
opinion drawn up following such a designation may no
longer be treated in the same way as the opinions referred
to in Article 14. The relevant payment should, therefore,
be made in accordance with Article 1, (3) and Article 13,
,(6) of the Hag.le AgreemGnt and, hence, should meet both
the running costs and the examination expenses. On the
other hand, it may appear strange for identical
documentary opinions requested by the same lIB Member
Organisation (or State) to be paid for according to
different ~criteria. Since the text of the revised Hague
Agreement does not supply eo coherent solution, it will
fall to the lIB Hember States and the agreement to be,-
concluded between the lIB and the EPOto decide the
suitable paym~nt procedures.

2.2.2.3.4. According to Article 79, (2) of the 1st Convention, the
lIB decides the definitive contents of the abstract. This
service may be considered as forming an integrcl part of
the drawing up of the documentar-j"opinion or as 8,. service
covered by an independent payment constituting for the
lIB D.1l"extra contributoryll receipt within the meaning 0t:
Article 13, (1 c). This question will ~have to be resolved

.:C. in the e.greememt to be concluded with the EPO.

2.2.2.2.5. The fact that the Hague Agreement employs in Article 14
the' te~ "expert opinion" neither excludes the do.cument-
ary opinions referred to in Article 79 of the 1st
Convention nor the search reports within the terms of
the PCT. In fact, Article 3 of the agreement defines the
expert opinion e.s being "documentary in form and based on
e. search, the nature and extent of which are laid do~~ in
Article 1, paragraphs 1, 2 and 3 of the Protocol". Now,

EP"/GT =/137 e/71 aut/illS ... 1 ...
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the provisions of the Protocol correspond, or it will
be possible for them to correspond. to the form of
both the documentary opinion laid dovmin Article 79
of the 1st Convention a.."rldthe international search
reports instituted by the peT.

2.2.3. Coefficients

Article 13, (5) of the revised Hague Agreement
provides that :

"With regard to the fixing of the annual contributions
"referred to above, the Board shall lay dovm, for the
"opinions provided for in Article 1, (2) of the
"present Agreement, and in Article 1, paragraphs 2
tl2.J."l.d3 of the Protocol, co-efficients proportion2.l to
tithe amount of work needed to draw up such opinions,
"in relation to the wor}::required by opinions founded
"on the search as defined in Ar-:;icle 1~ paragraph 1
"of the Protocol".

Since the doclli~cntary opinions provided for
in Al~icle 79 of the 1st Convention and the inter-
nc.tional search reports provided for in Article 15 of
the peT must be considered as "opinions fOll...'1dedon the
search as defined in Article 1, (1) of the Protocol"
(standard opinion), co-efficients will have to be laid
down y.,hich apply to payment for the supplemente.ry or
liIJ.ited searches referred to in Articles 137 2-"Yld 160a
of the 1st Convention, in Article 1J of the regt.l1ation
on charges adopted pursu~t to the 1st Convention and
in Regulations 16:3 and 41 of the PCT Implementing
Regulations.

2.2.3.1 • With regard to the different cases referrecl to in
Article 137 of the 1st Convention, the question arises
as to whether a pa~illent .for the supplementary opinion
will have to be provided for only in those cases where,
ac.cording to this Article, the applicant bears the
costs. It should. be point ed out that in such a case,

!(
'.
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by virtue of the allocation system laid dovm by the Hague
Agreement, the charges corresponding to the supplementary
search work would be partially bOITIeby the lIB I:Iember
States.

A second question is "whether it Hill be
possible to apply a single co-efficient in all the cases
referred to in the afore-mentioned Article, when it can
be envisaged that' the arnount of work will be variable.

2.2.3.2. In the cases referred to in Article 150a o.f the 1st
Convention the co-efficient applicable to'the documentE'..!"J
opinion oust be laid dOYIDin the light of the decisions
taken by the Board of' Administration referred to in
paragraph 3 of this Article. As long as such a decision

(_ has not been taken, the co-efficient '.vill be 8qucl to 1.

2.2.3.3. Article 10 of the regulation on chc..rges adopted pursuant
to the 1st Convention and Regv~C'.tions 16.3 8.nd 41 of the
.PeT lay c.m','ll the payment of p8.rl of the search charge in
the evelrt of a first search hc..ving be811carried out in
respect of C-11application for which priority is claimed.

(

On the other hand, Article 1, (2),
sub'-paragraph1 of the Protocol a.11nexedto the HS'-gue
Agreement provides that the right to deD~11da limited
search

"may not be exercised in regard to :p8.tent applications_
"or p8.tents which, by virtue of a. cJ.2:imfor priorit~r
"right, relate to the sa'!!leinvention as a different
"patent application or a different patent that he,s been
lithe subj ect of a preV"ious opinion based. on a search as
"defined in paragrr-.ph.1 of this Articlell•

If it is thought that the contradiction
existing be-i;weenthe above mentioned provisions must be
reillo'\'ed, the lIB Boc.rd of Admil:istr2.tion will have to

BR/GT 1/137 e/71 aut/ws .../ ...
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decide unanimously to suspend application of this Article,
which freedom it is allowed by the above-mentioned Article
of the Protocol.

3. Institutional consequences

3.1.' As mentioned in II, 1, the EPa will be represented on the lIB
Board of Administration and ~...•ill participate in the decisions
made by this body under the sa;ne conditions as the l1ember
States.

However, "the question has been raised of gauging
what the real position and. influence of' the E?O representative
will be within the lIB :i3oard of Administration.

An ~swer to this question c~ scarcely be found
in 2; compo-rison with the operation of other EUrOpe8.l1or (--
international org8~isations, since these bodies are specific-
2.lly characterised by the monopoly of the Stc:tes; right to
vote v'Iithin any bod;)Ton vvhich both represent2:tives of the
Sto.t es c:.11.0_ represent at ives of the int crn2~tion8.l orC2..."'1isf:.tions
are sit;tiUG Cl

On the other h2•.nd ~ it can DCenvisaged that t~e
positions adopted by the EPa representative 011 the lIB Board
of Administration TIill ofte~ be arrived at in terms of
previous disC'\.lssions held within t118'EPOBoare. of
Ad.ninistration,on which the vast majority ..of tlle lIB Uember .
States will also be. represented .. It seen1Smost unlikely the.t

i (
these States might dissociate the positions which they would' "'_
adopt in both inst~tutions. The presence of the EPa
represent2.ti ve on the lIB Board of AC1ministro.tion seens to
represent ro1. added guar~"'1tee, partic~u~rly in cases where
conflicting interests would. bring the lIB MemberStates which
are Contrccting States to the 1st Convention into opposition
with the ~ember States which are not Contracting States to
the 1st Convention.

BR/GT 1/137 e/71 aut/ad
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3.2. According to Article 8 of the revised Agreement, any question
of financial bearing with reg2.rd to the I1ember States8-'l'ld
Organisations may be put toa b2.11ot in which the votes are
weighted. lt must be stressed that this procedure is applied
not only in the case of decisions directly concerning the
annual contributions, but to any decision having a bearing
even indirectly, on these contributions, i. e. to any major
decision, whether it relates to the extent of the docUmentary
search, the remuneration of lIB staff or any other aspect.

The weighting of the votes, which is made in terms
of the 2r.l11ualcontributions of the I1ember States und
Organisations, will strengthen the EPOvs position which, over
the long t em, '.vill be' pa~rine le.rGer contri but ions' than 'most
of the lIB MemberStates.

The m.mber of votes allocated to a He:uber State
or Organis2.tion may not, however, according to Article 8 ~~(2),
sub-p2.ragraph 2 of the revised Agreement, exceed five times
the total number of votes possessed by the T.IemberSte_te with
the least votes.

Examples for calcuJo..ting the alloc2.tion of the
vot es are given in t he Annex.

'1];1

:('. ,

Relationships bet'ween the lIB and its r~IeLlberStates on' the one
h2.J."ldand the EPOand its TlemberStates on the other hand,
should the EPOnot becoil1ca nember of the lIB

1. Financial arrangements

1.1. According to Article 13 (6) of the revised Hague Agreement,
the amount of the payment for work carried out by the lIB for
third parties (non-IJember States or Organisations, in
particular) "m.2.ynot be less tha.'l'lthe sum of the ::-unn; ng costs

B?lGT 1/137 e/71 aut/ad
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and examination expenses made necessary by
such ser'\rices".

the provision of.

1 •.2 •.

On this b~sisf it will be possible to agree freely
pa;)r:nent details a..."ld the prccccJ::.1:;.~esfer establishing the alilOunts
relating ,to each type, of ser'vice.

The cost of the services carried out for the EPa
is likely to, vary continuall;)r dependinG upon a.whole series
of monetary Qnd,social factors. One of the nain problens ~~ll
be to ensure t'hat thepa;yments to be made ,by the EPa follow'
the pattern of expenditure incurred by the lIB, without there
bei~~ the need fori~~tituting quasi-perm~~ent negotiations.
,Consequently, i~c will be advisable to establish, in the
agreement to be concluded between the two organisations, ~~
auto~~tic impleillentation system, whereby'the expenses borne
by the EPOwill be only those referred to in Article 13 (6)
of the Hague Agreement. Thus, the lIB's O;ctivities on behalf
of the L?Owill remain fi~~~cially neutral as regards the
lIB Hember States.

Nevertheless, two factors are ~oing to have a
conside-ra.ble influence on the 2.illol...'.ntof the 2Iillual contributions
paid by these States 0 First, the ope:,c~tion of the PCT al'~dthe
1st Convention ':.rill result in 0. siCnific2..nt red'J.ction in the ;

!

number of netione.l patent 2.:pplice:tions filed 'with the offices
! f

using the lIB Cl Second, it is foreseeable that some 1'Iem-oer ,\",_
States, which at present oril;y subnit a proportion of the
national applications to eJ1 lIB search •..;;ill be :making
increased dema:n.dsupcn its ser:-iccs.

BR/GT 1/137 e/71 aut/ad
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.
~~'herepossible, the examples for calculating

the a..~ual contributions appearing in the Annex make
allowance for this t't'7ofo.ldtrend.

2. Institutional relationships

Since, on the present hypothesis, "the EPQ is
nota member of the IIB~ there is cause to investigate
what means might be found to ensure co-ordination in the
activities of the two organisations other tha.11.by the
accession of some States to the Hague Convention. In the
first place, the Hague Agreement does not exclude the
participation of observers in meetings of the lIB Board
of Administration. The agreement to be concluded between
the two Organisations .•rill, therefore, be able to
establish the details of such a representation for..
the EPO.

In the second place, the question should be
examined of whether it is desirable for the said
agreement to make provision for joint sessions of the
two Organisations' Boards of Administration each time
that major problems arise which are of mutual interest.
Naturally, the conclusions adopted at such meetings
could not take the place of"the decisions made by each
of these Organisations, "but no doubt they would
exercise a certain authority. The joint sessions might
be initiated by one or other of the two institutions
concerned. "

IV. -Accession of the new Member States. Revision of
the Hague Agreement.
1. A strengthening of the ties which will exist between

the lIB and the EPO might be obtained if the Member
States of the two Organisations were partially or
entirely identical.

1.1. There is no objection legally to the Contracting
States to the 1st Convention acceding to the
Hague Agreement. This Agreement is not only open
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to accession by all Member States of the U~ion of
Paris, but also the lIB Member States will in no
way be obliged to make direct use of the services
of the lIB. In fact, l~ticle 4 of the revised
Agreement provides that :
lithe Member States undertake to make prov~s~on,
"either in their national leg~slatibn or through
"international agreements, for all or some of the
llapplications for patents, or the patents,
"effective in their territory to be obligatorily
tithe subject of an expert opinion as referred to
tl in Article 1 ~. (1) l: •

Since the European patents are effective in
the territory of the Contracting States to the
1st Convention, these States will comply with the
undertaking laid down in Article 4 simply by
participating in the Europea..'Ylsystem for the
grant of patents.

1c 2~ Apart from the initial contribution (see l',nnex),
the only financial charge incurred by the States
Parties to the 1st Conv'ention in acceding to the
Hague Agreement would b'e towardssh8.l"'ing in the
.lIB TUrillingcosts. It has been pointed out above!" (
tl1at this share in the running costs may be
considerable '-or,..on the contrary, minor according
to the percentage of running costs, which will be
established by the lIB Board of Administration.

It should, nevertheless, be recalled that
the non-'user States.! contribution towards the
~vnning costs will only be able to be to the
profit of the EPO, if this latter becomes a MelJlber
of the lIB.

1.3'0- Although it is probable that most of the lIB
Member States wi.II participate in the European
system for the gra..'I'l.tof patents, it is.not certain

this possibility.
BR/GTI/137e/71 aut/ ea
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Conversely, it seems scarcely possible to draw up a formal
undertaking for the Contracting States to the 1st
Convention to accede to the Hague Agreement. It wouIa
onlyoe possible to think in tems of a recommendation to
this effect.

1.4. A substantial reduction in the annual contribution paid by
the Member States not availing themse.lves of the services
of the lIB, might not only facilitate the accession of the
States Parties to the 1st Convention, but also bring
about the accession of other Statese With regard to the
lIB Member States t 'LL'tldertakingprovided for in l:.rticle4
of' the revised Agreement, the States Parties to the peT
might comply with this undertaking by choosing the lIB
as the competent administration for the international or
quasi-international search relating to the applications
filed with their nationC'.1office •.Iv1oreover, the
aforementioned ,Article 4, does not give rise to any formal
impediment to the'accession of States, which would in no
way intencl to make use of the services of'the lIB. In
fact, failure to comply with the undertaking referred to
in this .ll.rticleis not coupled with sanctions •.

One can, nevertheless, consider that if the EPO
becomes a Member of the lIB, the 'accession itself of' a
large nVDber of States not Parties to the 1st Convention
would not call into question the preponderance of .
European States within the TIB Board of l...dministration.
In view of the decentralisation of international or
quasi-international search as laid down by the peT;. th~:
bulk of.the.work c2~ried out by the lIB will be either
for the EPO or for theEPO Member States. Thus it will
be this Organisation and these States which, in terms
of the all.nualcontributions which they will be paying, '.'-',
vlill possess the majority of votes cast. at the.tiJIIie,of any
.weighted voting.
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2t The present study has shown that the Hague Agreement
revised in 1961 was conceived in such a way as to allow
for the operation of the lIB to be redirected within the
context of the creation of a European system for the
grant of patents. On the other hand, it does not reflzct
the new international data established by the PCT. Thus,
it would not seem excluded for- :the lIB loo.nberStates to
undertake a new-revision of the Hague Agreement with a
view to adapting this text in line with the fact that the
lIB will henceforth be serving three types of institu-
tional users, i •.e. user States nnder the PCT, the European::
Patent Office and States requesting the lIB to conduct
doc"umentary searches relating to the national applications
filed with their patent offices.

However, the undertakings which" the lIB and its
Member States will have to cominit themselves tc upon
signing the 1st Convention will not be able to be based
on the anticipati0n of such a development. Even if it
were possible to h~ve a new revised text of the Hague
Agreement signed as .of now, there is no certainty that
it could be ratified in good time.

Nevertheless, if the Member States wanted to preserve
the possibility-'o:f-a subsequent rapprochement between the
lIB and the future Europea...."'1Patent Office, it would be
possible to envisag€ a partial revision _.ofthe Hague
Agreement in order to-'restrict the choice of accession
just to those States, which will. be Parties to the
European system for the gr&"'1tof patents.

A similar result might be achieved if any accession
were made subordinate to the agreement of the official
Member- Sta'rte-s't.

The question sho'l.ld be stuclied~ whether such a

c .~

, (
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change .in-.theHague Agreement once:.it was signeq., .wo-iUd.not
put the Government with which the instruments of accession
have toa.~po.sti-tit,,:in a, p0'sDtion which perinits it to
announce that it will only be_ able to recognise the
deposit of instruments of accession following upon the
agreement of the Governments of the other lIB MemberSta~es.

v;.More long term developments
The setting up of a European system for the grant of

patents consti tues a major step .towards the centralisation
of patent rights in Europe. Paradoxically, the extent of
co-operation-undertaken with regard to patents in a wider
context entails the risk that one of the principle factors
in any procedure for the grant of patents, i.e. the
documentarj search, only shares to an incomplete extent
in European centralisation. In fact, in addition to the
International Patent Institut:;, other international
admL~istr~tions within the meaning of the peT will probably
be founded in Europe.-

It may be thought that one of the reasons behind this
situation is the fact that documentary search relating to
applications for a European patent will be entrusted to an
organisati-:m independent of the European Patent Office and
that this Organisation is composed of a group of States
the composition of which will ,not necessarily correspond
to that of the group which will be formed by the States
Parties to the European system' for patents.

It has already been pointed out above that if a
rapprochement were desired between tl.leIIB.-and the EPO, it
could be realised by means of a suitable restriction of
access to the Hague Agreement on the one hand and by means
of accession to the lIB, by both the EPO and its Member
States on the other hand.

If h-Jwever, the accession of all these states were not
to take pl8.ce, other means might be used to place these

~R/G~.I/137 e/71 aut/js .../..~
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States, following the creation of the EPa, on an equal
footing with regard to the lIB.

Certain solutions have been.put forward in this
cOIL~ection. Withoutenumerating.them or studying them in
exh2.ustivc detail, it should be said that, in any case~ the
lIB should continue" in its capacity as a worl:ing instrument.
Should the lIB be put at the disposal of the states .Parties
to the European system~ the commi-tments'undcrtaken by it at
an international level and the special interests of its
user States should. and would be able to be fully respected.
Any further investigation of such an assumption will have
to be made in the light of the position ad(;pted by the C":
States concerned.

CONCLUSIONS

This study, supplemented by the statistic~l estimates
appearing in the ~U+nex, endeav~urs to ~~swer the survey
which was £ddressed to the lIB delegation at Working Party Vs
rIi"ceting'f~om ':1T~:."tCJ 122 OctobeTi :197"" .1')Hdwevef;";.i'"t":has''.".
been found, iI!lpossibleto state axplicitly at this stage
the terms of ~he agreement which will h~vc to ?c concluded
betvyeeIlthe future E"u..ropean P2,tent Office E':lld the
:International Institute. Inlf2.ct~ the problem of .. ::
establishing the future re12tionships between the two
Organisations "f'alls"withiIioveralle.mbit .of the patent
policy, which the European States intend pursuir,;,gat the
international level. Tho fund2ffientalquestion is to know
whether the lIB must remain an instrument with not only a
vocation but also a universal structure or if, on the
contrary, it must consti tute:"'ac'ompol1-'.:mi:'of'the European
patent system, thi.slast solution not excluding a certain
extension out towards the countries outside Europe •

:
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It is principally ~he present lIB liember States
llihichwill have to settle this question, but they.will
only be 8.ble to take their decision in view of the
position adopted by the other States represented at
the Intergovernmental Conference for the s~tting up
of a European system for the grant of patents.
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APPENDIX TO' THE STUDY ABOUT THE FUTURE
RELATIONSHIP BETWEEN THE I~1:.B.AND THE E.P.O.

Estimate of the annual contributions of member States and
member organisations of the I.I.B., of the number of their
votes in the Council of Administration in weighted votes and

,
of t,henumber of search units to be carried out by I.I.B.

These estimates are made relating to the following
hypotheses

1° The E.P.O. is a member of the I.I.B. but no new State
accedes to The Hague Agreement ;

2° The E.P.O. is a member of the I.I.B. ; further the 19 States
party to the Intergovernmental Conference are members of
the E.P.O. as well as of the I.I.B. ;

3° The E.P.O. has not become a member of the Ll.B. No new
State accedes to The Hague.Agrement ;

4° The E.P.O. has not become a mem"per of the I.I.B. however
the member States of the E.E.C. (the four candidates inclu-
ded) which are not already members of the I.I.B. access to ,
The Hague Agreement ;

5° The E.P.O. has not become a member of the I.I.B. ; the
19 States party to the Intergovernmental Conference are
members of the E.P.O. as well as of the I.I.B.

The estimates are based upon

I.I.B. budget for the year 1972
- WIPO statistics for the year 1969 (number of appli-
cations and extensions filed in each State) ;

- the.E.P.O. receiv~s 40.000 applications per year,
25.000 being designations in international applica-,
tions. It is assumed that any applicant seeking pro-

.: ..,.
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tection in at least three European States will file an
European applicationc If furthennore he seeks protection
in three States not party to the European patent system,
he will file application for an European patent by
means of a designation made in an international appli-
cation filed with the competent national office.

- It is assumed that the number of national and inter-
national applications to be filed with the offices of
the States party to the European patent system will be
equal to the number of applications claiming no priority
filed in 1969 in these States, whether these applica-
tions originate from residents or non-residents. At this
stage, it could be .thought that this assumption is in
contradiction with that mentioned in the preceeding
paragraph. However, the resulting inaccuracy could
be somewhat counterbalanced by the fact that some of the :
first filings, especially some ofthosec.oming from a~road
are to 'be deducted' from the number mentioned above ~ Anyway
this lack of precision will be of minor effect on the
final result.

- Concerning the number of internationa~ applications to
be filed in each I.IoBo member State,it is assumed
that any application filed in 1969 which was followed by a-
least three extensions to States not party to the
Intergovernmental Conference will be filed as an
international application ..

- Under the financial system provided for by the revised
Agreement of The Hague, the Eurepean' and....,international
applications are considered as 'being "received" respec-
tively by the E.P.O. and the PCT receiving office.
Designations made in those applications are not consi-
dered as the equivalent of applications "received" by
the designated States or organisations.

- Under article 13, paragraph' 2 of the revised Agreement of
The Hague, the share of annual contributions covering
the running expenses will be fixed

- variants' A and A*
- variants B and B*
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- Concerning the variants A and B, it is asswned that : :
- any European or international application claiming

the priority of another aEQlication for which a search
report has been drawn up by the lol"B., will be subject
to a limited search at the fourth of the full search
fee. On the contrary, if the first search report has been
drawn up by another authority than the I"I.B,,~ the
full fee will have to be paid ;

- any other international application designating the
E.P.O" will be subject to a complete search carried
out by the l.I.Bc, the latter acting either as the
competent International Searching Authority or under
article 160a of the first Convention.

Concerning the variants A* and B*, it is assumed on the
contrary that:

- any European or international application claiming
the priority of another app.licat.l-onfor which a
search report has been dra\VDup. whether by the IoIoBo
or by the Austrian.•the German or Swedish Patent
Office, will be subject to a limited search at the
fourth of the full search fee ;
no internatiop.al application designating the Eo,PoOo
which has been the subject of an international search
report will lead to a suppl,ementary se~chc

- The cases provided for in article 137 of the first Conventio;n
have not been taken into account ;

- The Austrian, German and Swedi.sh Offi,ces are Interpational
Searching Aut:h.orities and are competent for applicati.ons
filed respectively in AustrJ..,a,Germany and Sweden, the Swedish
Patent Office being also '~cmpetent for the applications filed
in Denmark and Norway? The leItB, is the International
Se2.Iching Authorl ty competent for the other States party
to the Intergovernmental Conference (with the ex.ception of
those States non-signatory to the PCT) and for the EcP.O"
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A possible competence of the I.I.B. for other States has not
heen taken into accounte

Besides the informatioT;lgiven in the enclosed tables,
it is indicated that the minimum 'fee per search report
that should be paid in 1972 by non-member States or non-member
organisations under article 13, paragraph 6 of the revised
The Hague Agreement, is to be 925,- Dfl." 'J;'~isamount corres-
ponds to the average contribution (running and examination
expenses) to be paid per search unit by the m~mber States
(1972'budget)•

-Considering that most of the above-mentioned bases for
calculation remain uncertain, the tables are to be regarded
as an approximation. Besides, the variants A, A*, B and B*
constitute combinations of extreme assumptions. None of these
data are to be interpreted as an opinion expressed by the
I.I.B.

(
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COTISAi ON INITlpLE
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Exchange val"e of one kg. pure gold F1 • 4.600 Average exchange rate at Amsted 2m the 5th of Nov.'";1
l
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I
STATEN KLASSE ZAHL OER E I NHE ITEN E! N'R ~ESSE! TRAG
ST AJES CLASS NUMBEROF UN ITS I r~~T I Ai. CONTR I BUTION
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I NOMBREDtUNlTES COTISAT!ON I N!Ti ALE
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I

IT I I 25 230.000--_ ...
.::;:.::
(

I- Sit I ! ~ 15 138.000' .
.

OE IV 10 I 920000I
DK IV 10 I 92.000

I I

ES IV 10 I 92.000i
NO I'.' 10 I 92.000' , I
E: 1'/ 10 I 92.000' ~ I

I I I
PO I IV 10 I S2.000

GR I V h .1 4toOOO'" i
.

;::;::.
';'U I IV I 10 I

92.000-

I - .;I I II

Ben'e,.br,g: Der'lintrjttsbeitrag Nde: A.ccording to art 0 '12.3. d H:e
de~ EoPoAo \lira, 1a;;t f.,d. i2.30 des Agreemef1t revised at T~e Hagug en
31!' 1602019f.l rev',aierten Abiommens 15 i:h Febri~ary "i9fl, the i r:ii ia1
VOl!' H"ag, ~n delr mit cem 1.10Eo contribution cf the E.oPoO. is fixed
c.bge~chj ossensr" in Art. 2 d~s in the speci a1 agreemeni.llith Fe
ger!2r1nier A.b~cr;:r;errs z',iierte'1 Vedr.ag 101.8. as pro'~ided fer' in arto 2 of
bestirr,r::i:o said Agr'eell'ent.

Remaraue: La cotisaiicn initia~e
de 1 ~O.L8. est, se10n i lari:. 1203.
de 1 =4scord de La Haye r~vlsf 16
16 fdvrier 1961, d~termin~ par
1;A.c::or'd cone iu avec l' \ 01 08. vi ~A
a 1 tart 0 2 du rr.~rr:e :::ccc~de
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GESAMTZAHL DER RECHERCHENEINHEITEN
TOTAL Ntnl1BEROF SEARCH UNITS

NOnffiRETOTAL DtUNITES DE RECHERCHE

Varianten \
Variar..ts ~ A et B
Variantes ~

Varianten lVariants . A* et B
Variantes---------------~-----------------------------------------------------------

59.400 35.600
&_----------------------.:--------------------------:---------------------~--

HYP. 2 59.900 36.000
------------------------:--------------------------:------------------------

HYP. 3 59.400 35.600 ,.,

----~-------------------:--------------------------:------------------~-----
HYP. 4 59.900 36.000

------------------------:---------~----------------:------------------------
HYP. 5 59.900 36.000

._ ...._--------------------~~~------~------~;7"'

( fur das E.P.A., das nach den betreffenden Hyp. nicht .rlIit-
) glied des I.I.B. ist.

dont 31.400 ( for the E.P.O., v'I'hichis not a member of the I.I.B. in:the
dont 7.600) 60nsidered hypotheses.

( pour Ie compte de l~O.E.B. qui, dans les hypotheses
) consid~r~es n'est pas membre de l'I.I.B.
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