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-~ Secretariat -

COVERING NOTE

Subject : Study by the International Patent Institute (IIB)

o in The Hague of the future work of the International
Patent Institute and its Member States on the one
hand and the European Patent Offlce and its Member
States on the other.

Source : Internaulonal Patent Institute (IIB)
The Haéue
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STUDY OF FUTURE RELATIONS
~ BETWEEN THE IIB AND
ITS MEMBER STATES ON THE ONE HAND AND THE EPO
AND ITS MEMBER STATES ON THE OTHER

INTRODUCTION

At its session of 11 - 22 October 1971, Working Party I
-of the Intergovernmental Conference asked  the Intérnatiqnal
Patent Institute to submit a study of the fOllowiﬁg=tWO problems:
1. Given that the preliminary draft of the Convention Setting
| ~ Up.a European System'fbr,the Grant of Patents assignsS ‘an
gx important role to the IIB, despite the fact that it is not
" g party to the Conventionm, what, pending an agreement '
between the IIB and the future European Patent Office, are
the legal means of ensuring that the former in fact carries
out the tasks assigned to 1t?
2. What institutional,'administrétive‘and financial_relations
" will obtain between the IIB and its Member States on the
one hand and thé EPO and its Member States on the other?

In dealing with these two questions, due account has been
teken of the terms of the Revised Hague Agreement of _
16 February 1961,.since'that Agreement‘is to enter into force
() - in the very near future. D ' - '

.

(1) According to the terms of Article 19(4) of that Agreement,
it shall "enter into force omne month after the deposit of
all the instruments of ratification of the signatory States
which are parties to the agreement of 6 June 1947".
Ratification of the Revised Agreement by Turkey, the last
of the States referred to, took place on 19 June 1971,
elthough the instrument of ratification has not yet been
deposited. : _

Tt should be noted, however, that one State acceded to the
Hague Agreemeat of 6 June 1047 after the signing but
prior to the entry into force of the Revised Agreement of ..
16 Februery 1961. This study does not broach the special -~
problens aricing from the fact that the State in question
‘has not ratified the Revised Agreemenvt.

-_—— 2~
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A. Acceotance by the IIB of the tasks a531gped to it under the
terms of -the Convention Setting Up 2 Furopean System for the
Grant of Patents (hereinafter called the—“Flrst Convention™)

1. A final undertaklng by the IIB to perform the tasks assigned
to it under “the European Conventlon, together with a
definition of the 1nst1tut10nal administrative and financial
relatlons between the IIB and the future European Patent
Office, must necessarily result from an agreement concluded
between the two organlsatlons. Indeed, since both organi-
sations have . legal personality and are represented by their

own bodies, they cannot be bound directly by any contractual
. connectlon between States._

2. Thevquestion has been raised, however, as to the legal means
of providing the States which are parties to the Inter- C
governmental Conference and the States whlch are signatories
of the First Convention with adequate guarantees as to the
IiB's commitment, pendlng establishment of the European office.

As regards the stage con51st1ng of ‘the draftlng of the
First Convention, it should be borne in mindtthat all the bresent
Menmber States of the IIB are represented at the Intergovernmental
Conference and that their attitude at that Conference cannot be
divorced from the fact that they are States respons1ble for IIB
general pollcy."A s1m11ar argument holds for the stage following
the signing of the First Conventlon, since a very large maaority ?
-of the IIB Nember States may be expected to s1gn.- ' ;(
_ Nevertheless, since the Hague Agreement is- open to - |
accession by . any Member Staté of the Union of Parts, 1t may be
thought necessary for the IIB 1tself to enter 1nto comnitments,
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as a legal'person distinct from its Member States, with respect
to its future role. Indeed, the validity of its commitments in
this matter should not be called intc question by the accession
of new States to the IIB.

As far as formal requirements are concerned, this objec-

tive could be achicved by means of a declaration by the appro-
priate body of the IIB<1 to the diplomatic Conference.  Having
teken note of that de¢laration, the diplometic Conference could

‘decide to meke it the subjecf of a protocdl annexed to the First

Convention.

As to the content of the declaration, it would appear,

howevef, that in order to be specific, it would have to include
the draft of an agreement'between the IIB and the future Buropeén
Patent Office defining the institutional, administrative and
financial relations between the two organisations.

The agreement wculd have to cover the foilowing main

points:

(=)

(o)

(e)

(&)

Specification of the nature and scope of the work to be
carried out by the IIB in accordance with thé provisions of
the First Convention and the Implementing Regulations thereto.
Ldministrative provisions covering the execution of the work
entrusted to the IIB and the exchange, prpcessing and storage
of documents; the details of these provisiOns»oould be left
for a working agreement made in implementation of thevmainf
agreement. ‘ _ |
Determination of the process of remunerstion for these ser-—
vices, within the framework of the financial arrangements

set out in the Revised Hague Agreement. A ‘ '
Determination of the»arrangements for the representation of
each of the organisations on the Board of Administration of
the other, in implementation of the Hague Agreement and the
First Conveiation respectively. '

Creztion and status of eech organisation's liaison agencles
accredited to the other organisétion. | '

ticle 11(2) and (7) of the Revised Hague .
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(£) Vhere appropriate, determination of the,terms(go%erning the

exchange of personnel between the two organisations (mutual

recognition of seniority,  transfer of_pensién‘rights, etc.)
(g) Final provisions.

' Detailed elaboratibn of'thevprovisibns-relating to the
above mentioned matters will, however, only be possible in -
terms of certain<options on which the States concerned must

‘decide in advance. An attempt has been made,"latér-in this

study, to provide the factors necessary for a decision on those
options. ' - ‘ ’ ' '

Institutionai,andifinauciél relations between the IIB and its
Member States on the one hand and the EPO and its Member States
on the other R - ‘

Legal basis laid down in the Revised Hague Agreement

According to Article 2 of the Hague‘Agreement: B _
YAny international intergovernmental organisation responsible

- for granting patents of invention which places in the hands of

the International® Patents Inétitute the formulation of expert
opinions. on the novelty of inventions, as provided for‘in

Article 1, paragraphs. 1 or 2, may become a member of the Institutq

through &n.agreement with the Institute as proVided-fbr in

Article 9, pafagraph 1, with the rights and obligations set out

~in hrticles 5, 6, 8, 9, 12, 13, 14 and 17 of the present

Agreemeattand in'Article 7 of the Protocol."

that:

"T

bProperty in so far as these agreements are connected with its
activity." Co ' -
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he Institute may participate in- the preparation or execution
of international agreements on the protecticn of industrial
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The first questicn which arises 'is whether Article 2,
qucted above; constitutes for the IIB the compulsory basis for
its rdations with the EPO or whether, on the contrary, accession
by the EPO is only one possibility, there being other options

open on the basis of Article 15(1).

_Thé object of Article 2 of the Revised Hague Agreement
is to allow the intergovernmental organisations referred to to -

. acquire a status analagous to the status of the Member States

of the IIB. An.express provision to this effect was rendered
‘necessary by the fact that the possibility of one intergovern-
mental organisation becoming by right a member of another inter-
"~ governmental organisation composed of different States éonsti—
 tutes an exception to the generally accepted rules relating to
the constitution of international organisations. '

Article 2 thus creates a preferential regime in favour
of a certain type of intergovernmental orgeanisation. Oﬁ the
cther hand, Article 2 does not preclude the establishment of
relations with such organisations cn' another basis. To inter-
pret the article in this way would in fact be in contradiction
with the idea of preferentmal treatment which it contalns. It
is w1th this in mind that Article 15(1), while not precludlng
the cases referred to in Article 2, provides that the IIB may
participate in the preparation or execution of international .
agreements on the protectionvof industrial property in so far
as these agreemants are'connected with its activity - an activity
which consists primarily in the 1nst1tut10n of research into
the state of the art.

The IIB may therefore participate in the preparation or
execution of the First Convention Wiﬁhout the EPO becoming a -
member .of the IIB. Relations between the two organisations
would then be defined solely—by the terms of the sggreement.
concluded between them.
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This construction is confirmed by the acts of the

Conference on the Revision of the Hague hgreement. The general

report submitted tc the Conference in fact describes ‘the
arrangements referred to in Article 2 as an' "option" open to
international organisations.: By the same'token, the General
Committee of the Conference, during the final discussions on
Article 2, unanimously approved a note to the effect that,
instead of accession by an internstional organisation, each of
its Member States could accede 1nd1v1dually to the IIB (minutes
of the proceedings of the General Commlttee, 7 February 1961).

.Conseouences of the application of Artlcle 2 of the Hague
Ayrcement ’

(1) General rights and obligations

Should ﬁhe EPO become a member of the TIB by means of the
agreement to be concluded between them, then, by virtue of
Article 2, the former's rights and obligations would be those
set cut in Articles 5, 6, 8, 9, 12, 13, 14 and 17 of the Hague

“Agreement and in Article 1 of the Protocol theveto.

The artlcles mlss1ng from thls list are the follow1ng ‘
(1) Article 1 whlch deals with the tasks assigned to the IIB;
(11) Article 3 which deals w1th the nature of- the documentary
opinions; _
(iii) Article- & Wthh aeals with certaln obllgatlons upon the
iMember States only; _ :
(iv) Lrticle 7 which lists the powefs of‘the'Board of
- Aéministration. The fact that this article is missing
from the 1list aﬁpearing in Article 2 does not however
méan that organisations which are members . of the IIB
shall not participate in the decisions referred to in
Artlcle 7. It follows, in fact, from Article 8(1) that
orv,nlsatlons which are ‘members shall partlclpate in .
-every decision which requires a vote. Similarly, Artlcie
() prov1des_that the Board of Administration be composed
of representatives of States of.organisations which are

members, there being one representative from each State
or organisation.

e ~ —_— A~ -
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(v) Article 10 on the powers of the Director of the IIB.
(vi) Article 11 on the legal capacity of the IIB.
(vii) Article 15, previously mentioned.
(viii) Article 16 on location of the IIB.
(iﬁ)_Articles 18-22 (final provisions)

From this survey of the articles miésing from the list
in Article 2, it may be concluded that the intergovernmental
organisations referred td will find themselves on the same
footing as States, as regards their membership of the IIB. Omn
the other hand, such organisations could nct be parties to the
Hague Agreement and do not enjoy the prerogatives exercised by

- States in that capacity, particularly with respect to subse-
quent revisions of the Hague agreement and the Protocol.

/ N\

(2) Financial arrangements

2.1, Initial contribution

The initial contrlbutlon provided for in Article 12 of
the Hague Agreement is payable once only, i.e. subsequent to the
sccession of a new State or organisation. In respect of States,
the amount of this contribution is determined "by the number of
units of the class in which they are placed in applicatién of
the provisions set:-out in Article 13, paragraphs 8 and 9 of the
Convention of Unlon, the amount of a2 unit being equal to the .

[- exchange value of two kilograms of pure gcld .. ' (Article 12(2)).

In contrast, the initial contribution ef organlsatlons referred
to in Article 2 shall be determined, in accordance with

Article 12(3), by the&greement relating to the accession of such
“organisations.

It wculd seem premature to put forward parameters at
this stage for the determinaticn of such an initial contribution
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2.2 Annusl contribution

2.2.1.1.

The amount of the annual contributions of. the States
and organisations which are members of the ITB is deter-
mined by Articles 43 and 14 of the Revised Agreement.
‘These Articles lay down the following pPrinciples:

The total amount of the annual contributions of -
‘Member States and organisations covers”the annual expenses

of the IIB, after deducting:

(i) payment received for services rendered by the IIB to
 third parties (Articles 13(3) and 1(3);
(ii) all other receipts, in particular revenues'derived
from the property of the IIB. '

Article 13(6), moreover, specifies that the amount.
of the payment tc be made for the services rendered by
the IIB'to third parties (private individuals, non-member
States and organisaticns) may not be less than the sum.
of the running costs and eXaminatidn expenses made neces-
sary by the provision of such services. ‘

2.2.1.2 The eXpenses‘to be met by the annual contributions are

distribit ion of expenses shall be made in accordance with |

divided into running expenses and examination éxpenses.
Article 13(2), second sub-paragraph, specifies the °

a2 budget drawn up by the Board &f Administration on the
basis of a report submitted by chartered accountants.

Since the Revised,Hague Agreement has not yet _
entered into force, the distribution referred to in this .

_provisidn‘has'notayet beenAdecided. . Taking the various

ways in which the expression "running expenses" can be
interpreted, it would seem that they will account for
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between 1 and 11% cf the total amount to be metT t°
by thé annual contributions, the latter figure'beinc
the percentage adopted for the 1971 financizl year.

£ o

2.2,1.3% The part of the annuil contribution covering the
running expenses is divided'among the Member States
~and organisafions proportionately to coefficients whkich
correspond substantially to the number of patent '
applications filed in each Member State. or with eack
member organisation (Article 13(3), second sub-
paragraph). | ' ‘

i” . 2.2.1.4 The part of the annual contribution coverirg the
exsmination expenses is divided proportionately to tae
number of opinions requested (Article 13(3), third |
sub-paragrapi). The Board of Administration may, h.wever,
lay down adjusted coefficients proportionate to the amount
of work regquired in drawing_up those opinions. * Finzlly,
srticle 14 defines the expsrt opinions to be taken into
accountlin'determining the number of opinions on which
calculation of the annual contribution is based.

PR 2.2.4.5 The main consequences of these financial arrangements
| are as follows: ' v . L.

= ({1) The amount of the work carried out by the IIB cn

(- ‘ ~behalf of third parties (non-member States and
organisations, private individuals) has no '
repercussions on the amount of the annual contri-
butions of the Member States and orgenisations when
such work is paid for 2t cost price, it being
pointed out that Article 15(6) prohibits the fixing

‘ of a paymenf lower than the cost price.

(ii) For each of the Member States or organisationé
using the IIB's services, the cost per unit of
research resulting from division, by the number
of opinions requested, of the amount of the ovesrall

: -:ﬁ ,’-"I? .:'/‘:5‘7 e//’?'} I‘in/?’.‘k . a’e -/ L .c e



anmusl confributiOﬁ; covering the running and examination
expenses varies according to the ratio between the number
of appllcatwons filed with the natlonal patent office or

. organisation and the number of opinions requested from the
IIB by that office or organisation. This cost is lower .

than, equal to or greater than the cost price-ancordine
to whether the abovementioned ratio is lower than, equal
to or greéter than the ratio between the total number of
applications filed with the)national'offices of the lember
States or with the member organisations and the total
numbe* of opinions requested by those offices and
organlsatlons° This finding does not however take
account of'the’rounding up of the coefficient referred

to in Article 13 (3), second subparagraph of the

Revised Agreement. ' ‘

(iii Any increase in the volume of work carried out by the
IIB for Member States or organisations will result in an
Aincrease in the amount to be borne by the non-user
Member States resulting from their contributions to the
running expenses, _

(iv) The impact of the effects referred to above depends,

- however, on the coefficient applied for the division of -
the annual expenses into running and examination expenses,
Depending on the coefficient, the effects will be
‘considerable orbinSignificant. ' ' |

Z2.1.60 Article 13 (4), which concerns treasury questions - only,

| in. no wise modifies the financial arrangements described
2bove, . In partlcular, the fact that the Board of
Administration shall fix 2 "contractual fee" for expert

dpinions has no infiuence on the amount of the contributions
actually due,

-—

Z.2. Application of the financial arrangements laid down in the
Revised Hague Treaty within the framework of the First
Coavention a2nd the PCT

Article 13 of the Revised Agreement uses two
comcepts as‘parameters for calculating the annual

- . . - ) . .
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contributions, to wit "the number of patent applications

- received by the govermment of each State or each

organisation” and the "number of opinions mentioned i
Article 14", '

The question arises as to whether and under what
conditions these parameters may be applied within the

. framework of the arrangements established under the

First Convention and the PCT, If necessary, the procedure

for applying these parameters .will have to be settled in
the agreement on the accession of the EPO to the IIB.

2.2.2.1, Patent applicatith»received

2.2.2.1.1. Applications for Buropean patents may be considered as

2.2.2.1.2

received, within the meaning of Article 13 of the Rev1sed ‘
Agreement, only by the European Patent OF flce.?

The mention of a State in a European application PR
cannot be considered to be eguivalent to an application
to0 the governmment of that State for a national patent, B
since European appllcaulons will not be subject to any RERE
national granting procedure. 1’Toreover, the fact that a %
“uropean application may be filed with the national officer
of a contr“ctlﬁn State, in accovdance with Article 64 (1b)
of the First Convention, does not prevent 1ts being
sttributed to the EPO. On this point, Article 1 (1),
subnavagraph 2 of the Revised Agreement ztates that:
"For the present agreement, appllcarlons lodged with
the national government of 2 Member State solely for
uransmiSSion to the government of another State or
to an international intergovernmental organisation
are not considered as patent appllcatlons recelved
by that govermment." .

. The question is whether the abovementioned provision

also applies to the filing of international applications

with tae appropriate receiving office. 1In contrast T2
the cose referred to in rtch 64 of the First Convention,.

PR/ T I1/137 e/71 rln/ad
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the ece1v1ng offlce, as defined in the DCT does not .
restrict itself merely to transmitting the appllcatlon,
but accords a filing date (Art. 11 PCT) and checks the
form of the application (Art. 14 PCT).-

Since Article 1:(1), second sub-paragraph,. ‘is not
~applicable'to the letter, it should be established which .
- interpretation corresponds most faithfully to the spirit-
of the financial system' provided for in the revised -
Hague Agreement. The purpose of this system is to
Provide Member States and Organisations with a financial
incentive to subject all the patent applications in- their
hands to.a‘documentary search to be carried out by the
ITB. As far as international applications are concerned,
the IIB is the only receiving office to specify, in
aCCOTdance with Article 16 (2) of the PCT, which is the
competent internationsl searching authority, Of course,
the legal basis on which international searches are to

be requested of the IIB is not the Hague Agreement but

' the agreement to be concluded under Article 16 (3b) of
the PCT between the IIB and the Internatlonal Bureau.
.This does not however in any way rule out 1nternat10nal
search reports dealing with "inventions formlng the
subject of patent applications received" by Member States
or organlsatlons which are members of the IIB.

’.Finally, it is the receiving office ‘that levies
search fees (PCT, Rule 16.1b). International applications
filed with the national industrial property office of an
IIB Member St tate or with a member Organisation must
therefore be comsidered, within the meaning of Article 13
of the Hague Agreement, as applications received by that
offic ol organlsatlon. ‘This interpretation will make it
pOSsio’e to apply the same ‘system of remurneration to all
sSearches requested by Member States or Organlsatlons,
wWhether the search in question relates to a natlonal a.
Europear or an internstional. appllcatlon.

BR/GT I/937 /71 <%+ is



- There seems, on the other hand to be no possibility
\\\\\\\ of assimilating the designations made in an internationa’
application to patent apprlications "received by the

Government of each State or by esch Organisation" within

the mcaning of Article 13 of the revised Hague Conventicz.

These designations do, of course, give rise to -
national grant proceedings, yet such nroceedings do not
as a rule involve any documentary search; Conseguently,
the assimilation of designations made in an internationa:
application to patent applications received by designatec
offices would alter the breakdown of the gross annual
contribution for running expenses, mainly to the detriment
of those HMember States not using IIB services., This last
effect would be further aggravated by the fact that the
filing of an international application will in most cases
be preceded by the filing of .2 national applicetion.

In weighing up these'inferpretations, accountwshould
be teken of the fact that the financial system under the
revised Hegue Agreement was laid down at a time when the
PCT and the First Convention had not yet taken shape. An
authentic interpretation can thus be obtzined only when
Member Stztes of the IIB have discussed the matter and,
in the cese of the EPO, when that orgenisation has concluded
an zgreement with the IIB. | |

2.2.2.2. Opinions, referred to in Article 14 of the revised Hague -
Agreement ' '

Under Article 14 of the revised Hague Agreement, only
certain categofies of work carried out by—the IIB on behalf
of Member States and Organisastions must be taken into
consideration for the purpose of determining the sharing of

the annual contributions covering examination expenses.

BR/GT 1I/137 e/71 rin/prk . _ ‘ : A _
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Services not falling'within one of these categoriés must

\ be paid for on the same terms as services'proVided on
behalf of third parties (Art. 1(3), Art. 13(6))... -

that :

2221

Articie 14(2) of the revised Agreément states.

"with regard to Member Orvanlsatlons, only the expert
“opinions as env1saged in Article 1, paragraphs 1 and
2, demanded by those Organlsatlons shall be taken

into acoou.n‘t ". C

The report'on the‘state of the art, referred to in .
Article 79 of the First Convention is a report "on the
novelty of 1nvent10ns forming the subject of patent »
appllcatlons received ..+ by any organisation which is
2 liember of the Institute" (Article 1(1)). . The drawing
up of these opinions ought therefore to be paid for out
of the annuél contributions.

The question then is whether the same applies to the
international search reports drawn up on internationél
applications: transmltted to the IIB by the admlnlstratlon
of a Lember State or by =2 Member Organisation. The
enswer must be in the affirmative if one bears in mind

~ as was envisaged above - that the receiving office,

2223

according to the IIB definition, must be assimilated to
the national administration or to the organlsatlon with
which appllcatlons have been lodged within the- meaning
of Articles 1 and 13'of the revised Hague Agreement.

It will be particularly difficult to settle the problem
of the heading under which remunerations are to be
effected in respect of the drawing up of supplementary

"reports on the:state'of the art in the cases referred

CBR/GT I/137 e/71 rin/prk
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If it is considered that the designation of
an office appearing in an internmational application must
not be treated in the same way, within the meaning of
Article 1, (1) of the. Hague Agreement, as the filing of
a patent application with this office, 2 (supplementary)
opinion drawn up following such a designation may no
longer be treated in the same way as the opinions referred
to in Article 14. The relevant payment should, therefore,
be made in accordance with Article 1, (3) and Article 13,
(6) of the Hague Agreement and, hence, should meet both
the running costs and the examination expenses. On the
other hand, it may appear strange for identical
documentary opinions requested by the seme ITB Member

) | Organisation (or State) to be paid for according to
;Qj, ' different criteria, Since the text of the revised Hague
Agreement does not supply =2 coherenf solution, it will
fall to the IIB Member States and the agreement to be
concluded between the IIB and the EPO to decide the
suitable payment procedures.

2.2.2.2.4, According to Article 7S, (2) of the 1st Convention, the
IIB decides the definitive contents of the abstract. This
service mey be considered as fbrming an ihtegral part of
the drawing up of thé.documentary opinion or as a service
covered by an independent payment cohstituting for the
IIB =n “"extra contributory" receipt within the meaning of
Article 13, (1c). This question will have to be resolved

5(h in the zgreement to be concluded with the EPO.

-

2.2.2.2.,5. The fact that the Hague Agreement employs in Article 14
the term “"expert opinibn" neither excludes the document-
ary opinions referred to in Article 79 of the 1st
Convention nor the search reports within the terms of .
the PCT, In fact, Article 3 of the agreemént defines the
expert opiﬁion 2s being "documentary in form and based on -
2 search, the nature and extent of which are laid down in
Article 1, paragraphs 1, 2 and 3 of the Protocol". Now,
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‘the provisions of the Protocol corrcspend, or it will
be possible for them to correspond to the form of »
both the documentary opinion lzid dovn in Article 79
of the 1st Convention and the international search

" reports instituted by the PCT. '

2.2.3. Coefficients

Article 13, (5) of the revised Hague Agreement
provides that : | -
"With regard to the fixing of the annual contributions
"referred to above, the Board shall lay down, for the
"opinions provided for in Article 1, (2) of the
"present Agreement, and in Article 1, paragrephs 2
"and 3 of the Protocol, co-efficients proportion=l to
"the amount of work needed to draw up such opinions,
"in relation to the work required by opinions founded
"on the search as defined in Article 1, paragraph 1
"of the Protocol". |

Since the docuwmnentary opinions provided for
in Article 79 of the 1st Converntion and the inter-
national search reports provided for‘in Article 15 of
the PCT must be considered as "opinions founded on vhe
search as defined in Article 1, (1) of the Protocol
(steandard opinion), co-efficients will have to be laid
Gown which apply tc payment for the supplementéry or
limited searches referred to in Articles 137 and 160a
of the 1st Conventiecn, in Article 10 of the regulation A
on charges adopted pursusnt to the 1st Convention and »fi
in Regulations 16:3 and 41 of the PCT Implemenﬁing |
Reguletions.

2.2.3.1. With regard to the different cases referred to in
Article 137 of the 1st Convention; the question arises-5
as tc whether = pzyment Tor the supplementéry opinion
~will heve to be provided for only in those:cases where,
according to this Article, the applicant bears the
cosfs. It should be pointed out thet in such a2 case,

BR/GT I/137 e/71 aut/ms ' ~ oS e
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by virtue of the allocation system laid down by the Hague
Agreement, the charges corresponding to the supplementary
search work would be partially borme by the IIB Hember
States. - |

A second guestion is whether it will be

possible to apply a singié co—-efficient in all the cases

2.2.3‘-2,.

2-2e3o3o

referred to in the afore-méntioned Article, when it can
be envisaged that the amount of work will be variable.

In the cases referred to in Article 1502 of the 1st
Convention the co-efficient applicable to the documentary
opinion must be laid down in the light of the decisions
taken by the Board of Administration referred to in

paragraph 3 of this Article. As long as such = decision
has not bteen taken, the co-efficient will be equel to 1.

Article 10 of the regulation on charges adopted pursuant
to the 1st Convention and Regulations 16.3 and 41 of the

PCT lay dovm the payment of part of the search charge in

the event of a first search hoving been carried out 1in
respect of on application for which priority is claimed.

On the other hand, Article 1, (2),

sub-paragraph 1 of the Protocol annexed to the Hague

Agreement provides that the right to demend a limited

search
"may not be exercised in regard to patent applications
"or patenis which, by virtue of a claim for priority
"right, relate to the same invention as a different
"patent application or a different patent that has been
"the subject of a previous opinion based on a search as
"defined in paragreph 1 of this Article™. '

If it is thought thet the contradiction
existing between the above mentioned provisions must be
removed, the IIB Board of Admiristration will have to
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decide unanimously to suspend applicztion of this Article,
which freecdom it is allowed by the above-mentioned Article
of the Protocol,

3. Institutional conseguences

3.17. As mentioned in II,’1, the EPO will be represented on the IIB
Board of Administration and will participate in the decisions
mede by this body under the saae conditions as the Member
States. |

However; the question has been raised of geauging
what the real'position and influence of the EPO representative
will be within the IIB Board of Administration,

An znswer to this guestion cazn scarcely be found
in & compoarison with the operation of other European or ¢
international organisations, since these bodies are specific-
21lly characterised by the monopoly of the States’ right to

vote within any body on which both representatives of the

LT

States and representatives of the international orzanisations

On the other hand, it can be envisaged that the
-positions adopted by the EPO representative on the IIB Bo
of Administration will oftern Yte arrived at in terms of

-nd
Figes

m

previous discussions held within the EPO Board of
Administration,-on which the vast majority of the IIB llecmber
States will also be represented. It seens mbst unlikely thet
these States might dissociate the positions which they would "
edopt in both institutions. The presence of the EPO
representative on the IIB Board of Administrotion scems to

//’\

represent an added guarantee,; particularly in cases where
conflicting interests would bring the IIB Hember States which
are Contracting States to the 1st Convention into opposition
with the HMember States which are not Contracting Steates to
the 1st Convention.
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- According to Article 8 of the revised Agreement, any question

of financial bearing with regerd to the llember States and
Orgenisations may be put to a ballot in which the votes are
weighted. It must:be stressed that this procedure is applied
not only in the case of-decisions~directly concernihg the
annuzal contributions, but to any decision having a bearihg
even indifectly, on these contribu%ions, i.e. to any major
decision, whether it relates to the extent of the docuientary
search, the remuneratvion of IIB staff or any other aspect.

The weighting of the votes, which is made in terms
of the annual cOntributions of the Member States gnd

.Organisations, will strengthen the EPO's position which, over

the long term, will be paying larger contributions than most

0f the IIB Member States.

‘ The number of votes 2llocatcd to 2 liember State
or Organisation may not, however, according to Article 8»12);
sub-paragraph 2 of the revised Agreement, exceed five tiﬁes
the total number of votes possessed by the liember State with

the least votes,

Examples for calculoting the allocation of the
votes are given in the Annex.

Relationships between the ITB and its Member States on the one

a
hand and the EPO and its Member States on the other hand,
should the EPO not becowme a Member of the IIB '

1.1,

inancial arrangements

AccordingAto Article 13 (6) of the revised Hague Agreement,
the amount of the payment fbr work carried out by the IIB for
third parties (non-Ilember States or Organisations, in
narticular) "may not be less than the sum of the running costs
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and examination expenses made necessary D" the prov181on of
such serv1ces"

On this basis, it will bc possible to agree freely
payment detaﬁls and the preccecdures for establishing the amounts

relatlnb to .each type. of service,

The cost of the services cafried out for the EPO
is llkely to vary continually depending upon a.whole series

of monetary and socizl factors. One of the main problems will

be to ensure that the payments to be made by the EPO follow:
the Dattern of expenditure 1Dcurred by the IIB, without there
being the need for 1nst1tuu1na guasi-permanent negotistions.

. Conseguently, it will be adv1sable ©o estaollsh, in the

agreement to be concluded between the two organisations, an L
automatic implementation system, whereby the expenses borne
Dy the EPO will be only those referred to in Article 13 (5)

" of the Hague Agreement., Thus, the IIB’s'activities onvbehalf.

of the EPO will remain financially neutr al ao rezardés the

Nevertheless, two factors are going to heve a
considerable influence on the amount of the armual contrlbutlons
paid by these States. Pirst, the operction of the PCT and the

1st Convention will result in a sisnific ent. reduction in the

number of netional patent enplﬂccﬁlons'filea w1th the officés!/
using the IIB. Second, it is foreseeable that some llember S
States, which at present only submit a proportion of the '
national applications to an IIB search will be making 5
increased demands upcn its services.
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Where poscsible, the examples for calculatin
: ’ g
the annual contributions appearing in the Annex make
allowance for this twofold trend. '

2. InStltut"onal rela 1onsh;ps

Slnce, on uhe present hypothesis,'the>EPO.is
not -a member of the IIB, there is cause to investigate

~ vhat means might be found to ensure co-ordination in the

activities of the two Organisations other than by the
accession of some States to the Hague Convention. In the
first place, the Hague Agreement does not exclude the
part1c1patlon of observers in meetings of the IIB Board
of Administration, The agreement to be concluded between

- the two Organisations will, therefore,'be able %o

establish the details of such a representation-for3
the EPO,

In the second place, the question should be
examined of whether it is desirable for the said
agreement. to make provision fof joint sessions of the
two Organisations' Boards of Administration each time
that major problems arise which are of mutual interest.
Naturally, the conclusions adopted at such meetings‘
could not take the place of the décisions made by each
of these Organluatlons, but no doubt’ they would
exercise a certain authorlty. The joint sess1ons might

be 1n1t1ated by one or other of the two institutions
concerned,

-Accession of the new Member States. Revision of

the Hagsue Agreement.

1. A strengthening of the ties which will exist between
the IIB and the EPO might be obtained if the Liember
States of the two Organisations were partially or
entirély identical, o L

1¢ 1o There is no objection legally %o the Contrac%ing
States to the 1st Convention acceding to the
Hague Agreemen t. This Agreement is not only open
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to'accession by all Member States of the Union of
Paris, but also fhe IIB Member States will in no
way be obliged to make direct use of the services
of the IIB, In fact, Article 4 of the revised
Agreement provides that
9the.Member States undeftake to make provision,
"either in their national legislation or through
"international agreements, for all or some of the
"appllcatlons for patents, or the patents,
"effective in their territor v to be obllgatoilly
“"the subgect of an expert oplnlon as referred to
"in Article 1, (1)‘ ‘
- Since the European patents are effective in

the terrltory of the Contracting States to the

1st Convention, these States will comply with uhe
undertaking laid down in Article 4 simply by
partlclpatlng in the Europeen system for the
grent of patents.

Apart from the initial contr1but1on (see Inmex),

the only financial charge incurred by the States

Parties to the 1st Convention in acceding to the
Hague Agreement would be towards sha aring in the

‘IIB runnlns costs. It has been pointed out above

that this share in the running costs may be

considerable- or, on the contrary, minor according

to the percentage of running costs, which will be
established by the IIB Board of Administration.

It should, hevertheless, e recalled that

'uhe non—user States! contribution towhrds the

running costs will only be able to be to the
proflt of the EPO if this latter becomes a Member
of the IIB.

Although‘it is probable that most of the IIB -
Menber States will participate in the European
systvem for the grant of patents, it is not certain

Fhod 23 Floce Tiodoo o377 e thasnaTras of
) A e p—y R L ot i e PUR B e . . e Al e LD

this possibility,.
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Conversely, it seems scarcely possible to draw up a2 formal
undertaking for the Contracting States to the 1s4 |
Convention to accede to the Hague Agreement. It would.

only be possible to think in terms of a recommendation to
this effect.

le4. A substantial reduction in the annual contribution paid by
the Member States mot availing themselves of the serﬁices
of the IIB, might not only facilitate the accession of the
States Parties to the 1s% Con?ention, but also bring
about the accession of other States,  With revard to the
, _ IIB Member States!' undertaking provided for in ﬁrtlcle 4
i _ of the revised Agreemenu, the States Parties to the PCT
?g; | might comply with thisAundertaking by choosing the IIB
as the competent adminis trétion for the international or
guasi-international search relating +to the appllcatlons
filed with their national office. Moreover, the
aforementioned Article 4, does not give rise to any formal
impediment to the accession of States, which would in no
way intend to meke use of the services of the IIB., In
fact, failure to comply with the undertaking referred to
in *his Article is not coupled with sanctions. - ,

One can, nevertheless, consider that if the EPO |
becomes a IHember of the IIB, the accession itself of a .
large nuuwber of States notv Parties to the 1st Convention
s would not call into question the preponderance of -

European Stafes within the IIB Board of Administraﬁion,

In view of the decentralisation of international or
quasi-international search as laid down by the PCT,. thie
bulk of the. work carried out by the IIB will be either

for the EPO or for the EPO liember States. Thus it will

be this Organisation and these States which, in terms

‘0of the annual contributions which they will be péying,
will possess the majority of votes cast-at the .time .of any
“weighted voting.
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2. The present study has shown that the Hague Agreement
revised in 1961 was. conceived in such a way as to allow
for the operation of the IIB to be redirected within the

~ context of the creation of 2 Zuropean system for the
grant of patents; On the other hand, it does not re fle
the new internmational data established by the PCT., Thus
it would not seem excluded for the IIB Meaber States to
undertake a new revision of the Hague Agreement with a
view 1o adapting this text in line with the fact that the
IIB will henceforth be serving three types of 1us+1tu-
tional users, i.e. user States under the PCT, the Luropean
Patent Cffice and States requesting the IIB to conduct
documentary searches relating to the naticnal applicaticns
filed with their patent offices. '

However, the undertekings wnith the IIB and its -
Member St tes will have to cominit themselves tc upon
s1gn1ng ‘the 1st Convention will not be able 10 be based
on the anticipation of such z development. Evan if it
were pussible tc have a2 new revised text of the Hague
hgreement signed as of now, there is no certainty that

it could be ratified in good time. |

- Nevertheless, if the Member States wanted %o preserve
the pessibility of a subsequent rapprochement between the
ITIB and the future European Patent Office, it would be
possible to envisage a partial revision of the Hague
Agreement in order to.restrict the choice of accession

~Just to those States, which will be Parties to the
“uropean system for the grant of patents.

A similar result might be achieved if any accession
were made subordinate to the agreement of the OfflClal
Nember Statess:.

The question shonld he studied, whether such a
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change in the Hégue Agreement once it was signed, wodld not
put the Government with which the instruments of accession
have to Geposit it in a:posiftion wirich permits it to

~announce that it will only be able to recognise the

deposit of instruments of accession following upon the
agreement of the Govermments of the other IIB Member States.

.More long term developments.

- The setting up of a European system for the grant of
patents constitues a major step towards the centralisation
of patent rights in Europe. Paradoxically, the extent of
co-operation undertaken with regard to patents in a wider
context entzils the risk that one of the principle factors
in eny procedure for the grant of patents, i.e. the
documentary search, only shares to an incomplete extent
in Zurcpean centralisation. 1In fact, in addition to the
Internationzl Patent Institutﬁ' other international
administrations within the meaning of the PCT will probably
be founded in Europe.-

It may be thought that one of the reasons behind this
situation is the fact that documentary search relating to
applications for a Eurcpean patent will be entrusted to an
organisation independent of the Zuropean Patent Cffice and
that this Organisation’is composed of a group cf States
the composition of which will not neéesSarily correspond
to that of the group which will be formed by the States
Parties to the European system for patents. '

It has already been pointed out above that if a
rapprochement were desired between the IIB and the EPO, it
could be realised by means of a suitable restriction of
access to the Hague Agreement on the one hand and by means
of accession to the IIB, by both the EPO and its Member
States on the other hand. '

If however, the accession of all these States were not
to teke place, other means might be used to place these
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States, follow1ng the creation of the EPO on an equal
footing with regard to the IIB.

Certaln solutions have been put forward in this
connection. Without-enumerating«them or studying them in
exhaustive detail, it should be said thet, in any case, the
IIB should continue in its capacity as a worling instrument.
Should the IIB be put at the disposal of the States Parties
to the European‘system, the commitments undertaken by'it at
an internaticnal level and the special interests of its
user States should and would be able to be fully respected.

Any further inveétigation of such an assumption will have
to be made in the llgbt ¢f the pos1tlon adopted by the ' ( 
States concerned. |

CONCLUSIONS

This study, supplemented by the statistical estimates
appearing in the Annex, endeavours to answer the survey

_ which was eddressed to the IIB delegation at Weorking Party 's

moetlng Foh sd oo Octobe*-19711zPowev9r;F1t ‘has
been found impossible to siate explicitly at this stage

the tcrms cof uhe agreement which will have to be c\ncluded
between the future European Petent Office ond the
International Institute. In:fect, the problem of - =

Organisations falls within overall ambit of the patent
policy, which the‘Europeaantates intend pursuing at the
infernational level. The fundamental'question is to know -
whether the TIB must remain an instrument with nct only a
vocation but also a universal structure or if, on the
contrary, it must constitute g comps¥ent of the European
patent system, thls last solutlon not excluding a certain

- extension out towards the countries outside Europe.
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It is principally the present IIB llember States
which will have to settle this question, but they. will
only be able to tzke their decision in view of the
position 2dopted by the other States represented at
the Intergovernmental Conference for the setting up
of 2 Buropean system for the grant of patehts.
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APPENDIX TO' THE STUDY ABOUT THE FUTURE
RELATIONSHIP BETWEEN THE I.I.B. AND THE E.P.O.

Estimate of the annual coniributions of member States and
member organisations of the I.I.B., of the number of their
votes in the Council of Admlnlstratlon in weighted votes and
of the number of search units to be carrled out by I I.B.

These estimates are made relatlng to the following
hypotheses :

10 The E.P.0. is a member of the I.I.B. but no new State
accedes to The Hague Agreement ; '
2° The E.P.0. is a mémber of the I.I.B. ; further the 19 States
party to the Intergovernmental Conference are members of
the E.P.O0. as well as of the I.I.B. ;
3°_The E.P.O. has not become z member of the I.I.B. No new
State accedes to The Hague Agrement ;
4° The E.P.O. has not become a member of the I.I.B. ; however .
the member States of the E.E.C. (the four candidates inclu—
“ded) which are not already members of the I I.B. access to
. The Hague Agreement ; , |
50 The E.P.0. has not become a member of the I.I.B. ; the |
19 States party to the Intergovernmental Conference are
members of the E.P.0O. as well .as of the I.I.B.

]

The estimates are based upon :

- I.I.B. budget for the year 1972 ;

’ .

- WIPO statistics for the year 1969 (number of applif
cations and extensions filed in each State) ;

- the E.P.0. receives 40.000 applications per year,
25.000 being designations in inﬁernational'applica—

tions. It is assumed that any applicant seeking pro-







tection in at least three European States will file én
European application. If fﬁrthennore' he seeks protection
in three States not party tb the European patent system,
he will file application for an European patent by

means of a designation madexin an international appli-
cation filed with the competent national office.

It is assumed that the number of national and inter-
national applications to be filed with the offices of

the States party to the European patent system will be
equal to thevnumber of appliéations claiming no priority
filed in 1969_in these States, whether thebe applica-
tions originate from residents or non-residents. At this
stage, it could be thought that this assumption is in
contradiction with that mentioned in the preceeding
paragraph. However, the resulting inaccuracy could

be somewhat counterbalanced by the fact that some of the
first filings, espeCLally some of those coming from. abroad
are to 'be deducted from the number mentioned above. Anyway
thié lack of precision will be of minor effect on the
final resulft.

Conéerning the number of international applications‘to

be filed in each I.I.B. member State,it is assumed ‘(

that any application filed in 1969 which was followed'by a

least three extensions to States not party to the

Intergovernmental Conference will be filed as an
international application.

- Under the financial system provided for by the revised
Agreement of The Hague, the Eurepean and-international

applications are considered as ‘being "received" respeé-
tively by the E.P.O. ahd the PCT receiving office.
Designations made in those applications are not consi-
dered as the equivalent of applications "received" by
the designated States or organisatidns.

- Under article 13, paragraph 2 of the revised Agreement of

The Hague, the share of annual contributions covering
the running expenses will be fixed : | |
' —~ variants - 4 and A* : at 1 %
— variants B and B* : at 11 %






- Concerning the variants A and B, it is assumed that

- any Eurcpean or international application claiming
the priority of another application for which a search
report has been drawn up by the I.I.B., will be subject
to 2 limited search at the fourth of the full search

- fee. On the contrary, if the first search report has been
drawn up by another authority than the I.I.B., the
full fee will have to be paid ;

- any other international application designating the
E.P.0. will be subject to a complete search carried
out by the I.I.B., the latter acting either as the
competént International Searching Authority or under

~article 160a of the first Convenfzionc

- Concerning the variants A* and B*, it is zssumed on the

contrary that
- any European or international application claiming
the priority of another aprlication for which a
search repcert has been drawn up, whether by the I.I.B.
or by the fustrian, the German or Swedish Patent |
Office, will Dbe subject to a2 limited search at the .
fourth of the full search fee j - _ .

- no international application designating the E.P.O. ;
which has been the subject of an international search
report will lead to a supplementary search.

The cases provided for in article 137 of the first Convention
have not been taken into account ;

The Austrian, German and Swedish Offices are International
Searching Authorities and are competent for applications

filed feSpectively in Austria, Ger@any and Sweden, the Swedish
Patent Office being zlso ccompetent for the applications filed
in Denmark and Norway. The I.I.B. is the International
Searching Authority competent for the other States party

to the Intergovernmental Conference {with the ekception of
those States non-signatory to the_PCT) and for the E.P.O.






A possible competence of the I1.I1.B. for other States has not
heen taken into account

Besides the information given in the enclosed tables,
it is indicated that the minimum fee per search report
that shonld be paid in 1972 by non-member States or non-member
organisations under article 13, paragraph 6 of the revised
The Hague Agreement, is to be 925,- Dfl.. Tnis amount corres-
ponds to. the average contribution (running and examination
expenses) to be paid per search unlt by the member States
(1972 budget)

~Considering that most of the above-mentioned bases for
calculafion remain uncertain the tables are to be regarded
as an approximaticn. Beéides, the variants A, A*¥, B and B*
constitute combinations of extreme assumptions. None of these

data are to be interpreted as an opinion expressed by the
I.I.B.
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HYPOTHESE VARIANTE HYPOV HESE VARIANTE . HYPUTHESE VARTANTE HYPOTHESE
HYPOTHESIS .jl VARIANT J/ZCX\‘ HYPOTHESIS VAR ANT _//Z{S\x- -HYPUTQES{S * . VARIANT HYPOTHESIS VARTANT *
HYPOTHESE : VARIANTE HYPOTHE SE VARTANTE + HYPOTHESE ToyariaTe C HYPOIHESE —! VaRIANTE
STATEN Jahresbeitrage [Stimmwfgung [Recherchen- |f Jahresbeitrige [Stimmutlgung |Recherchen-{f Jahresbeitrége Stinnvigung [Recherchen- Jahresbeitriige | Stimmwigung | Recherchen-
ginheiten -einheiten einheiten einheiten
STATES Aanual contribud4  HeiL.vo. | Rescaech Annual contri- | Weighled Resear-ch ||l Annual contri-| Weighted Research J|Annual vontri- [Weighted = ] Research
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[IAYS Contributions| Voix Unilés de contribulions Voix Uni Lés de Contributiong Voix Unités de Contribulions Voix Unités de
' annuelles pondérées recherche annuelles | pondérdes recherche annuelles pondérées recherche annuelles pondérées recherchs
0.t .Ba 28.838.000 55 31.37 1,000,000 30 1512 I 28,783,000 - 55 31,371 6.949.000 52 7.552
or _ ' 160,000 1 ' 97,000 11
b 3,495,000 16 3.584 3.410,000 20 3,56k 3.388.000 23 3.58i 3,346,000 3 3.58
R 16,907,000 38 18,335 16.860.,000 55 18,335 16,848,000 55 18.335 16,625,000 55 18,335
H 1.622.000 13 1.718 ~1.603.000 15 1.119 1.581.000 16 1.100 1.589.000 20 1.719
NL 3.399,000 16 3.682 3.387.,000 20 3.681 3.385.000 23 3.681 3.379.000 3 3.681°
I 407,000 12 407 393,000 13 407
SW 17,000 1 10,000 1 ,
BE 193.000 11 196 188,000 1 196 186,000 11 196 184,000 12 196
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DK 3.000 1 2.000 1
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PO ' 3.000 1 2,000 "
GR 7,000 1 4,000 11
IR 465,000 N 500 462,000 12 500 461,000 12 500 460,000 13 500
Mo 9.000 1 2 6.000 11 2 5,000 1 2 4,000 N 2
Yu 10.000 11 3 7.000 11 3
!
Summen '
Totals 5% . 945,000 182 59,400 32.930.000 185 35.600 55,315,000 339 59,800 33.300,000 359 36,000
Tolaux
i 1N
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GESAMTZAHL DER RECHERCHENEINHEITEN
TOTAL NUMBER OF SEARCH UNITS

NOMBRE TOTAL D'UNITES DE RECHERCHE

Varianten ) : Varianten
Variants A et B P Variants A% et B
.Variantes : Variantes
s HYP. 1 55.400 35.600
\7.
HYP, 2 59.900 36.000
HYP. 3 5¢.400 35.600
HYP. 4 59.900 36,000
HYP. 5 58.900 36.000 g

fiir das E.P.A., das nach den betreffenden Hyp. nicht Mit-
glied des I.I.B. ist. v
for the E.P.0., which is not a member of the I.I.B. in the
considered hypotheses. '
pour le compte de 1'0.E.B. gui, dans les hypothéses
considérées n'est pas membre de 1°'I.I.B. '

i dont 31.400
; dont 7.6CO

e TN s TN N
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